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DETAILED ACTION 

Response to Amendment 

Amendment received on 04/25/2008 is acknowledged and entered. Claims 1, 7, 
8 have been amended. New claim 29 has been added. Claims 1-3, 7-10, 15 and 27-29 
are currently pending in the application. 

Reference 1 (CN 1279793 A) of the April 26, 2007 IDS have been considered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 7-10, 28 and 29are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berstis et al. (EP 1 028 386 A2) in view of Chefalas et al. (US 
2002/0138786 A1). 

Berstis et al. teaches a computer-implemented method for customer registration, 
comprising: 

Claim 1, 

receiving customer information inclusive of information about a customer that 
purchased merchandise and information about the merchandise that the customer 
purchased, sent from the customer; storing the received customer information onto a 
storage device and performing a customer registration as a purchaser of the 
merchandise; and transmitting information advising to perform a membership 
registration different from the customer registration to the customer, after completing the 
customer registration (transmitting a rebate to the consumer for completing on-line 
warranty registration), wherein the membership registration is performed in order for the 



Application/Control Number: 10/713,096 
Art Unit: 3628 



Page 3 



registered customer to receive a service (warranty service) related to the merchandise 
that the customer purchased [0018]-[0023]. Furthermore, said "Transmitting" step is 
conducted by a server after "Receiving" step, thereby indicating "Judging" feature as 
currently recited in claim 1 . As per "Non-transmitting" step, it would be obvious not to 
ask to register those customers who has already registered with the system so that said 
step would not require any actions from the registered customer. 

Berstis et al. does not specifically teach that said receiving a service (warranty 
service) related to the merchandise that the customer purchased includes a web 
service. 

Chefalas et al. teaches a method for on-line product support, wherein warranty 
services, including repair or trouble-shooting of customer's product, are conducted on- 
line [0013]; [0008]; [0004]. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis et al. to include that said receiving a service 
{warranty service) related to the merchandise that the customer purchased includes a 
web service, as disclosed in Chefalas et al., because it would advantageously require 
less effort for a customer to receive a customer support, as specifically stated in 
Chefalas et al. Furthermore, in this case, each of the elements of the cited references 
combined by the Examiner performs the same function when combined as it does in the 
prior art. Thus, such a combination would have yielded predictable results. See 
Sakraida, 425 U.S. at 282, 189 USPQ at 453. Therefore, Supreme Court Decision in 
KSR International Co. v. Teleflex Inc. (KSR, 82 USPQ2d at 1 396) forecloses the 
argument that a specific teaching, suggestion, or motivation is required to support a 
finding of obviousness. See the recent Board decision Ex arte Smith, -USPQ2d-, slip 
op. at 20, (Bd. Pat. App. & Interf. June 25, 2007). 

Berstis et al. and Chefalas et al. does not specifically teach that said registration 
also can be performed by a member who does not purchase the merchandise. 

However, the fact that said registration also can be performed by a member who 
does not purchase the merchandise does not affect the method steps performed. The 
claimed method steps still require performing the membership registration for the 
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customer who purchased the product regardless who else can conduct said registration. 
Furthermore, the claimed method steps do not require that said registration also is 
performed by a member who does not purchase the merchandise, but merely indicate a 
possibility of conducting said registration step. 

MPEP 2106 (C) states: "Language that suggests or makes optional but does not 
require steps to be performed or does not limit a claim to a particular structure does not 
limit the scope of a claim or claim limitation. Therefore, information as to "that said 
registration also can be performed by a member who does not purchase the 
merchandise" is non-functional language and given no patentable weight. 

Claims 2, 7, 9, 10 and 28, see reasoning applied to claim 1 . 
Claim 8. Berstis et al. teaches: 

receiving membership information for the membership registration; storing the 
received membership information onto the storage device; performing the membership 
registration [0018]-[0020]; providing to a registration performer information about a 
registered item out of common items in the customer information and the membership 
information when the customer registration has been already performed and the 
membership registration is performed (sending to the consumer a rebate certificate) 
[0023, lines 57-58]. 

Claim 29. Berstis et al. teaches: 

receiving membership information for the membership registration; storing the 
received membership information onto the storage device; performing the membership 
registration [0018]-[0020]; providing to a registration performer information about a 
registered item out of common items in the customer information and the membership 
information when the customer registration has been already performed and the 
membership registration is performed (sending to the consumer a rebate certificate) 
[0023, lines 57-58]. While Berstis et al. does not explicitly teach updating registered 
information of the customer registration with new information with regard to information 
in common with the customer information and the membership information, Berstis et al. 
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teaches that said "Providing" (Sending) step is conducted by the server, thereby 
suggesting said updating feature for the benefit of avoiding crediting the consumer twice 
for the same registration. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berstis et al. in view of Chefalas et al. and further in view of Keen et al. (US 
5,774,882). 

Claim 3. Berstis et al. in view of Chefalas et al. teaches all the limitations of claim 
3, except specifically teaching that the customer information includes information about 
whether a customer is a corporation or an individual, and only when the customer is an 
individual, information advising the membership registration is transmitted. 

Keen et al. (Keen) teaches a method for customer registration, including a step of 
obtaining information whether the applicant is a corporation or an individual to be 
processed differently (C. 3, L. 34-57). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Meyer to include that the customer 
information includes information about whether a customer is a corporate or an 
individual, and only when the customer is an individual, information advising the 
membership registration is transmitted, as suggested by Keen, because it would 
advantageously allow to tailor said method to a particular type of consumers, thereby 
increase effectiveness and potentially generate more revenue. 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berstis et al. in view of Chefalas et al. and further in view of Fisher et al. (US 
6,771,801 B1). 

Claim 27. Berstis et al. in view of Chefalas et al. teaches all the limitations of 
claim 27, except specifically teaching that the customer registration is performed as a 
purchaser of a camera; and the membership registration is performed to receive an on- 
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line album service in that image data of the customer can be stored up to a certain 
capacity. 

Fisher et al. teaches a method for providing an on-line photograph album service, 
thereby suggesting providing said services for camera purchasers (C. 3, L. 10-18). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis et al. in view of Chefalas et al. to include that the 
customer registration is performed as a purchaser of a camera; and the membership 
registration is performed to receive an on-line album service in that image data of the 
customer can be stored up to a certain capacity, as disclosed in Fisher et al., because it 
would advantageously allows the user to start with a created by a professional basic 
album template, and adapt that template to the particular images the user has, as 
specifically stated in Fisher et al. (C. 2, L. 65-67). 

2. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 7-10, 28 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berstis et al. (EP 1 028 386 A2) in view of Chefalas et al. (US 
2002/0138786 A1) and further in view of Forlai (US 7,243,082 B1). 

Berstis et al. teaches a computer-implemented method for customer registration, 
comprising: 

Claim 1, 
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receiving customer information inclusive of information about a customer that 
purchased merchandise and information about the merchandise that the customer 
purchased, sent from the customer; storing the received customer information onto a 
storage device and performing a customer registration as a purchaser of the 
merchandise; and transmitting information advising to perform a membership 
registration different from the customer registration to the customer, after completing the 
customer registration (transmitting a rebate to the consumer for completing on-line 
warranty registration), wherein the membership registration is performed in order for the 
registered customer to receive a service (warranty service) related to the merchandise 
that the customer purchased [0018]-[0023]. Furthermore, said "Transmitting" step is 
conducted by a server after "Receiving" step, thereby indicating "Judging" feature as 
currently recited in claim 1 . As per "Non-transmitting" step, it would be obvious not to 
ask to register those customers who has already registered with the system so that said 
step would not require any actions from the registered customer. 

Berstis et al. does not specifically teach that said receiving a service {warranty 
service) related to the merchandise that the customer purchased includes a web 
service. 

Chefalas et al. teaches a method for on-line product support, wherein warranty 
services, including repair or trouble-shooting of customer's product, are conducted on- 
line [0013]; [0008]; [0004]. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis et al. to include that said receiving a service 
(warranty service) related to the merchandise that the customer purchased includes a 
web service, as disclosed in Chefalas et al., because it would advantageously require 
less effort for a customer to receive a customer support, as specifically stated in 
Chefalas et al. 

Berstis et al. and Chefalas et al. does not specifically teach that said registration 
also can be performed by a member who does not purchase the merchandise. 
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Forlai teaches a method for registering buyers, comprising registering selected 
individuals as potential buyers (Abstract), thereby indicating registering a member 
(individual) who does not purchase the merchandise (potential buyer). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis et al. and Chefalas et al. to include that said 
registration also can be performed by a member who does not purchase the 
merchandise, as disclosed in Forlai, because it would advantageously allow the Web 
site owner to market accumulated potential registered buyers, thus generating a 
substantial revenue, as specifically stated in Forlai (C. 4, L. 41-43). Furthermore, in this 
case, each of the elements of the cited references combined by the Examiner performs 
the same function when combined as it does in the prior art. Thus, such a combination 
would have yielded predictable results. See Sakraida, 425 U.S. at 282, 189 USPQ at 
453. Therefore, Supreme Court Decision in KSR International Co. v. Teleflex Inc. (KSR, 
82 USPQ2d at 1396) forecloses the argument that a specific teaching, suggestion, or 
motivation is required to support a finding of obviousness. See the recent Board 
decision Ex arte Smith, ~USPQ2d-, slip op. at 20, (Bd. Pat. App. & Interf. June 25, 
2007). 

Claims 2, 7, 9, 10 and 28, see reasoning applied to claim 1 . 
Claim 8. Berstis et al. teaches: 

receiving membership information for the membership registration; storing the 
received membership information onto the storage device; performing the membership 
registration [0018]-[0020]; providing to a registration performer information about a 
registered item out of common items in the customer information and the membership 
information when the customer registration has been already performed and the 
membership registration is performed (sending to the consumer a rebate certificate) 
[0023, lines 57-58]. 
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Claim 29. Berstis et al. teaches: 

receiving membership information for the membership registration; storing the 
received membership information onto the storage device; performing the membership 
registration [0018]-[0020]; providing to a registration performer information about a 
registered item out of common items in the customer information and the membership 
information when the customer registration has been already performed and the 
membership registration is performed (sending to the consumer a rebate certificate) 
[0023, lines 57-58]. While Berstis et al. does not explicitly teach updating registered 
information of the customer registration with new information with regard to information 
in common with the customer information and the membership information, Berstis et al. 
teaches that said "Providing" (Sending) step is conducted by the server, thereby 
suggesting said updating feature for the benefit of avoiding crediting the consumer twice 
for the same registration. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berstis et al. in view of Chefalas et al., further in view of Forlai and further in view 
of Keen et al. (US 5,774,882). 

Claim 3. Berstis et al. in view of Chefalas et al. and further in view of Forlai 
teaches all the limitations of claim 3, except specifically teaching that the customer 
information includes information about whether a customer is a corporation or an 
individual, and only when the customer is an individual, information advising the 
membership registration is transmitted. 

Keen et al. (Keen) teaches a method for customer registration, including a step of 
obtaining information whether the applicant is a corporation or an individual to be 
processed differently (C. 3, L. 34-57). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Berstis et al., Chefalas et al. and Forlai to 
include that the customer information includes information about whether a customer is 
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a corporate or an individual, and only when the customer is an individual, information 
advising the membership registration is transmitted, as suggested by Keen, because it 
would advantageously allow to tailor said method to a particular type of consumers, 
thereby increase effectiveness and potentially generate more revenue. 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berstis et al. in view of Chefalas et al., further in view of Forlai and further in view 
of Fisher et al. (US 6,771,801 B1). 

Claim 27. Berstis et al. in view of Chefalas et al. and further in view of Forlai 
teaches all the limitations of claim 27, except specifically teaching that the customer 
registration is performed as a purchaser of a camera; and the membership registration 
is performed to receive an on-line album service in that image data of the customer can 
be stored up to a certain capacity. 

Fisher et al. teaches a method for providing an on-line photograph album service, 
thereby suggesting providing said services for camera purchasers (C. 3, L. 10-18). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis et al., Chefalas et al. and Forlai to include that the 
customer registration is performed as a purchaser of a camera; and the membership 
registration is performed to receive an on-line album service in that image data of the 
customer can be stored up to a certain capacity, as disclosed in Fisher et al., because it 
would advantageously allows the user to start with a created by a professional basic 
album template, and adapt that template to the particular images the user has, as 
specifically stated in Fisher et al. (C. 2, L. 65-67). 

Response to Arguments 

Applicant's arguments filed 04/25/2008 have been fully considered but they are 
not persuasive. 
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In response to applicant's argument that the prior art fails to disclose "Judging" 
step, it is noted that, said step of transmitting information advising to perform a 
membership registration different from the customer registration to the customer, after 
completing the customer registration (transmitting a rebate to the consumer for 
completing on-line warranty registration), is conducted by a server after the step of 
receiving customer information inclusive of information about a customer that purchased 
merchandise and information about the merchandise that the customer purchased, sent 
from the customer, thereby indicating said "Judging" feature. 

The remaining applicant's arguments essentially repeat the arguments presented 
above; therefore, the responses presented by the examiner above are equally 
applicable to the remaining applicant's arguments. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Igor N. Borissov/ 

Primary Examiner, Art Unit 3628 



